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DETAILED ACTION 



1 . This action is responsive to the amendment filed on 4/1 8/2007. 
This action is made Final. 

2. In the amendment, claims 1-38 are pending in the case. Claims 1, and 20 are independent 
claims. 

3. The rejections of claims 1-3, 9-22, and 28-38 rejected under 35 U.S.C. 102(e) as being 
anticipated by Warmus et al, hereinafter Warmus (Pat.# 6,332,149 Bl, 12/18/2001, filed on 
2/1 1/1997), have been withdrawn as necessitated by the amendment. 

4. The rejections of claims 4-8, and 23-27 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Warmus, in view of Dickmeyer et al, hereinafter Dickmeyer (Pat. #6,413,100 
Bl, 7/2/2002, filed on 8/8/2000), have been withdrawn as necessitated by the amendment. 



Drawings 



5. 



The drawings filed on 1/7/2002 have been approved by the examiner. 



Claim Rejections - 35 (JSC § 112 



6. 



The followdng is a quotation of the first paragraph of 35 U.S.C. 112: 



The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such iiill, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 1-38 remain rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Claims 1 , and 20 recite ''said digital structure and codes are devoid of said 
particulars to the needs of the originator" lim,(b). The Examiner could not find this limitation in 
the disclosure, described in a manner as to allow one of ordinary skill in the art to perform it. 
There is no mention of missing digital structure and codes particular to the needs of the 
originator. These are broad assertions not yet present in the disclosure of this invention. The 
citation of the specification (page 5, lines 11-12) discloses book files that are devoid of any 
particulars unique to the administrator of the system, not the originator. 

8. Claims 1-38 remain rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a universal format devoid of any particulars unique to the 
administrator of the system (page 5, lines 11-12), does not reasonably provide enablement for 
''said digital structure and codes are devoid of said particulars to the needs of the originator " in 
claims 7, and 20, lim.(b). The specification does not enable any person skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and use the invention 
commensurate in scope with these claims. The Examiner could not find in the specification the 
universal format which is devoid of digital structure and codes particular to the needs of the 
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originator. There is no mention of missing digital structure and codes particular to the needs of 
the originator or what this entails or encompasses on page 5 of the specification. These are broad 
assertions not present in the disclosure of this invention. 

9. Claims 1, and 20 remain rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims recite ''said digital structure and codes are devoid 
of said particulars to the needs of the originator " in lim. b. It is still unclear what is meant by 
the language, since the specification (page 5, lines 1 1-12) as indicated by the Applicant on page 
8, discloses book files that are devoid of any particulars unique to the administrator of the 
system, not the originator. Therefore, it appears that the book would retain those characteristics 
specified by the originator regardless of what intermediate format the book is converted into. 
This would make the book not devoid of said particulars to the needs of the originator of said 
complete book file. 



Claim Rejections - 35 USC § 103 
10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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11. Claims 1-3, 9-22, and 28-38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Warmus et al, hereinafter Warmus (PatJ 6,332,149 Bl, 12/18/2001, filed on 2/1 1/1997), in 
view of Dodge et al, hereinafter Dodge (Pat. # 5,655, 1 30, 8/5/1 997), 

Regarding independent claim 1 , Warmus discloses the development of a template file 
representing pages of book(s) to be reproduced using data native to pc computer system, and 
using wordprocessing applications, such as Word®"Wherem said digital structure and codes 
includes particulars unique to the needs of the originator The file contains fixed, and variable 
information indicating customized information to be inserted into the fUe-receiving as a 
complete book file digital including a book block, a digital representation with a digital 
structure and codes of an originating software, hardware, and operating system of a book 
targeted for reproduction— (col. 7, lines 59-col.8, line 7, col.l, line 58-col.2, line 6, and col. 10, 
lines 45-67). 

Moreover, Warmus discloses converting the stripped template file into a PDL or PDF file 
(device independent, does not depend on the computer platform on which it is displayed or 
printed), which can be transmitted to a different computer system or- converting said complete 
book file to have a solution-independent, intermediate format, in a universal format, devoid of 
said digital structure and codes of an originating software, hardware, and operating system (col. 
10, lines 45-67, col. 7, lines 34-54, col. 11, lines 1-10). The file contains information specifying 
the positioning of fixed information — storing said solution-independent, intermediate formatted 
book file along with book identification information{gQntx\c or independent format with 
information identifying fixed positioning) as a mastered book, Warmus fails to explicitly 
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disclose b) converting said complete book file to have a solution-independent, intermediate 
format, in a universal format, wherein said digital structure and codes are devoid of said 
particulars unique to the needs of the originator digital structure and codes of an originating 
software, hardware, and operating system. However, Dodge teaches using a document to create 
another document containing various class of data elements. These data elements can then be 
filtered out to produce various platform-specific versions, such as UNIX, PC, etc., of the 
document(col. 4, lines 7-28, col.6, lines 20-67, fig.3). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine Warmus, and Dodge, for all the 
reasons found in Dodge, including increasing document delivery efficiency by producing a 
single document (instead of multiple document), which yields an appropriate platform-specific 
document based on the platform requesting the document. 

Moreover, Warmus discloses premerging master PDL files with variable files before 
being provided to the printer --converting said solution-independent, intermediate formatted book 
file to solution-dependent (premerged file) formatted book file — (col. 11, lines 47-51). 

Furthermore, Warmus discloses using commands in a press file to create the finished 
books or book versions -reproducing said book — (col. 1 1 , lines 45-5 1). 

Regarding claim 2, which depends on claim 1, Warmus discloses the development of 
template files representing pages of books to be reproduced said book is in the form of 
electronic files - (col. 10, lines 45-67). 
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Regarding claim 3, which depends on claim 1, Warmus discloses scanning book pages 
into a system and printing them over a network -scanning and converting scanned components 
into said digital representation — (col. 8, lines 8-30). 

Regarding claim 9, which depends on claim 1, Warmus discloses the development of 
template files representing pages of books to be reproduced or printed -generating hard copy 
book production information — (col.9, lines 12-44, col. 10, lines 45-67). 

Regarding claim 10, which depends on claim 1, Warmus discloses using commands - 
printing information - in a press file to create the finished books or book versions (col. 1 1, lines 
45-51). 

Regarding claim 11, which depends on claim 9, Warmus discloses creating the finished 
books or book versions in a "saddle-stitch" format -binding information ~ (col. 9, lines 12-22). 

Regarding claim 12, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book page files into bitmap page files -creating a bitmap of the book block - 
(col. 8, lines 63-67). 

Regarding claim 13, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files -creating a 
bitmap of the book block — (col, 8, lines 63-67, col.9, lines 45-61 , fig.6A-B). 
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Regarding claim 14, which depends on claim 1, Warmus discloses the development of 
template files representing pages of books to be reproduced or printed -generating hard copy 
book production information ~ (col.9, lines 12-44, col. 10, lines 45-67). 

Regarding claim 15, which depends on claim 1, Warmus discloses using a format, having 
watermarks and barcode — security information—, for the book pages to be printed (col. 29, lines 
22-35, col. 30, lines 6-12). 

Regarding claim 16, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, page files into bitmap page files which are used to control a CRT or 
LCD display -book presentation information comprises viewing capabilities ~ (col. 7, lines 24- 
42). 

Regarding claim 17, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, page files into bitmap page files which are used to control a printer - 
book presentation information comprises printing capabilities (col. 7, lines 24-42). 

Regarding claim 1 8, which depends on claim 1, Warmus discloses sending the book files 
to a remote location via the Internet -providing access to said book via an electronic link - (col. 
7, lines 34-52). 
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Regarding claim 19, which depends on claim l,Warmus discloses sending the book files, 
via email, to a remote location via a computer network -delivering said book to a predefined 
destination - (col. 7, lines 34-52). 

Claim 20 is directed towards a computer system for implementing the steps found in 
claim 1 , with the exception of a book reproduction workflows — ^which is taught by the method 
for producing books that includes several conversion and other production steps- book 
reproduction workflows — , as taught by Warmus (col. 10, lines 45-col.l 1, lineSO, and therefore is 
similarly rejected. 

Claims 21-22, and 28-38 are directed towards a computer system for implementing the 
steps found in claims 2-3, 9-13, 9, 15-19 respectively, and therefore are similarly rejected, 

12. Claims 4-8, and 23-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Warmus, in view of Dodge, as applied to claim 1 above, further in view of Dickmeyer et al, 
hereinafter Dickmeyer (Pat. # 6,413,100 Bl, 7/2/2002, filed on 8/8/2000), 

Regarding claim 4, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files (col. 8, lines 
63-67, col. 9, lines 45-61, fig.6A-B). Warmus fails to explicitly disclose: said book identification 
infi)rmation comprises the book title. However, Dickmeyer teaches providing the title of a book 
allowing book object identification (col. 5, lines 57-67). It would have been obvious to a person 
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of ordinary skill in the art at the time of the invention to combine Warmus, and Dickmeyer, 
because Dickmeyer teaches providing students online resources for searching and provide results 
targeted at specific areas the students are having problem (col. 3, lines 60-67). This allows the 
student to quickly and effectively retrieve data tailored to the student's needs. 

Regarding claim 5, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files (col. 8, lines 
63-67, col. 9, lines 45-61, fig.6A-B). Warmus fails to explicitly disclose: said book identification 
information comprises the book author. However, Dickmeyer teaches providing the author of a 
book allowing book object identification (col. 5, lines 57-67). It would have been obvious to a 
person of ordinary skill in the art at the time of the invention to combine Warmus, and 
Dickmeyer, because Dickmeyer teaches providing students online resources for searching and 
provide results targeted at specific areas the students are having problem (col. 3, lines 60-67). 
This allows the student to quickly and effectively retrieve data tailored to the student's needs. 

Regarding claim 6, which depends on claim 1 , Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files (col. 8, lines 
63-67, col.9, lines 45-61, fig.6A-B). Warmus fails to explicitly disclose: said book identification 
information comprises the book publisher However, Dickmeyer teaches providing the publisher 
of a book allowing book object identification (col. 5, lines 57-67). It would have been obvious to 
a person of ordinary skill in the art at the time of the invention to combine Warmus, and 
Dickmeyer, because Dickmeyer teaches providing students online resources for searching and 



Application/Control Number; 1 0/04 1 ,08 1 Page 1 1 

Art Unit: 2178 

provide results targeted at specific areas the students are having problem (col. 3, lines 60-67). 
This allows the student to quickly and effectively retrieve data tailored to the student's needs. 

Regarding claim 7, which depends on claim 1 , Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files (col. 8, lines 
63-67, col.9, lines 45-61, fig.6A-B). Warmus fails to explicitly disclose: said book identification 
information comprises the International Standard Book Number. However, Dickmeyer teaches 
providing the ISBN of a book allowing book object identification (col.5, lines 57-67). It would 
have been obvious to a person of ordinary skill in the art at the time of the invention to combine 
Warmus, and Dickmeyer, because Dickmeyer teaches providing students online resources for 
searching and provide results targeted at specific areas the students are having problem (col. 3, 
lines 60-67). This allows the student to quickly and effectively retrieve data tailored to the 
student's needs. 

Regarding claim 8, which depends on claim 1, Warmus discloses using a RIP processor 
for converting the book, which includes a cover, page files into bitmap page files (col. 8, lines 
63-67, col.9, lines 45-61, fig.6A-B). Warmus fails to explicitly disclose: said book identification 
information comprises the book publishing date. However, Dickmeyer teaches providing the 
copyright date of a book allowing book object identification (col.5, lines 57-67). It would have 
been obvious to a person of ordinary skill in the art at the time of the invention to combine 
Warmus, and Dickmeyer, because Dickmeyer teaches providing students online resources for 
searching and provide results targeted at specific areas the students are having problem (coL 3, 
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lines 60-67). This allows the student to quickly and effectively retrieve data tailored to the 
student's needs. 

Claims 23-27 are directed towards a computer system for implementing the steps found 
in claims 3-8 respectively, and therefore are similarly rejected. 

Response to Arguments 

13. Applicant's arguments filed 4/1 8/2007 have been fully considered but they moot. 
Regarding independent claims 1 , and 20, the Applicants indicate that Warmus does not teach or 
suggest the amended limitation of converting said complete book file having codes devoid of 
said particulars unique to the needs of the originator (pages 8-14). The Applicant is directed 
towards the rejection of the newly added limitations in light of the newly found patent 
application. 



Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

I. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Cesar B. Paula whose telephone number is (571) 272-4128. The examiner 
can normally be reached on Monday through Friday from 8:00 a.m. to 4:00 p.m. (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner^s 
supervisor, Stephen Hong, can be reached on (571) 272-4124. However, in such a case, please 
allow at least one business day. 

Information regarding the status of an application may be obtained from the Patent 

Application Retrieval (PAIR) system. Status information for published applications may be 

obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, go to http://portal.uspto.gov/extemal/portal/pair . Should you have any questions about 
« 

access to the Private PAIR system, please contact the Electronic Business Center (EBC) at 866 

217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 

Representative or access to the automated information system, please call 800-786-9199 or 571 

272-1000 (USA or Canada). 

Any response to this Action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
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Alexandria, VA 22313-1450 
Or faxed to: 

• (571)-273-8300 (for all Formal communications intended for entry) 



CESAR PAULA 
PRIMARY EXAMINER 

6/20/2007 



